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1 PROCEEDINGS 

2 THE USHER: Good afternoon. Calendar number 8, Appeal number 

3 2009-005267. 

4 Mr. Tracy. 

5 JUDGE MARTIN: Thank you. Good afternoon, Mr. Tracy. 

6 MR. TRACY: Good afternoon, Your Honors. 

7 JUDGE MARTIN: You can proceed whenever you're ready. 

8 MR. TRACY: Thank you. In the present case, there's just a single 

9 issue and that is that the - some of the claims were rejected, as anticipated, 

10 by a single reference, Maeda, and if I can talk about the background of the 

1 1 invention a little bit first? 

12 JUDGE MARTIN: All right. 

13 MR. TRACY: The invention relates to, for example, CDs, especially 

14 with music written on them, and one of the problems in the art is there is 

15 more and more digital rights management for especially music, and usually 

16 within those processes you put in a CD into your computer, and you can 

17 check in the music and then check it out to, say, one MP3 player. 

18 Well, if you have two MP3 players and you buy, you know, identical 



19 discs, the way that the art deals with that is it checks an ID on each disc, and 

20 then it knows that you've bought two different discs and you can check it out 

21 twice. Well, one problem that's been come across is if the ID is only written 

22 on the disc in one place, if there's a scratch or something that obliterates that 

23 one portion on the disc identifying the disc, then you can't use any of the 

24 music on the disc anymore, so that's the problem that the inventors are trying 

25 to address. 
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1 And the solution that they came up with was writing the ID 

2 information multiple times at substantially regular intervals on the disc. 

3 Excuse me. And for example, that's shown in Figure 1 of the present 

4 Application where between two and six times the particular data is written at 

5 regular intervals around the disc. 

6 Now in the reference -- well, in the rejection made, it was cited as 

7 describing all the features, and certainly the Applicant feels that in 

8 anticipation rejection, in a proper anticipation rejection, the reference has to 

9 show all of the elements in as complete a detail as is claimed. 

10 What was cited in the rejection for the data identifying the recording 



1 1 medium was flags g3 and g8 as shown in Figure 3, and in different 

12 embodiments those flags are described a little bit differently. In the first 

13 embodiment I believe they're described as property information of the 

14 second address, and in a later embodiment they're described as identification 

15 information of pits and lands. 

16 And the two aspects that we certainly don't believe that are shown are 

17 that it's information that identifies the recording medium itself. Certainly 

1 8 different recording media may have identical information, either for property 

19 information on the second address and the identification information of the 

20 pits and lands. So there's no indication that that can serve to identify the 

21 recording medium. 



22 Second -- and there was nothing in the rejection that was identified as 

23 describing the recording at substantially regular physical intervals. 

24 JUDGE MARTIN: Let's go -- before you get further into that 

25 limitation, let's go back to the first one at issue. 

26 MR. TRACY: Okay, sure. 
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1 JUDGE MARTIN: Identifying the recording medium is - seems like 

2 very broad language to me. I mean, so you're saying it's not enough to 

3 identify a particular part of a recording medium, is that right? 

4 MR. TRACY: Right. For example, in the first indication something 

5 about property information of the second address. Again, different 

6 recording media may have the exact same information there. And in fact -- 

7 JUDGE MARTIN: Well, that -- 1 don't see why identifying the 



8 recording medium would — why that wouldn't be satisfied by identical discs. 

9 I mean, you could identify a recording medium as being -- including a song 

10 by a particular artist, for example. What does that -- 1 mean, what are we 

1 1 supposed to - how broad a concept is this recitation of identifying the 

12 medium? Are you saying it -- should we read in a uniqueness requirement 

13 or what? 



14 MR. TRACY: Yes. I mean, if the -- 1 think the claim -- yeah, the 

15 claim says an optical recording medium in the preamble and then it says data 

16 for identifying the recording medium. I don't see how it would identify the 

17 recording medium unless it was a unique identifier. 

1 8 JUDGE MARTIN: Well, then I would think -- 1 mean, if the claim 

19 recited "uniquely identifying", I would agree with you. But since it doesn't 

20 mention uniqueness, I think perhaps it's a broader concept. So if 

21 information -- it explained something about where the -- who printed the 

22 CD, and the same company could print, you know, hundreds of thousands of 

23 CDs, but -- 

24 MR. TRACY: Right. 

25 JUDGE MARTIN: -- would that be data identifying a recording 

26 medium? 
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1 MR. TRACY: If it was data that identified that particular recording 

2 medium. 

3 JUDGE MARTIN: Well, say it just indicated that that CD was made 

4 on a certain press, by a certain company. It wouldn't be a unique 

5 identification. I think your originally filed claims use the term, the 

6 expression "identifying the recording medium" more broadly than a unique 

7 identification. Do you have your spec, your original spec in front of you? 

8 MR. TRACY: I've got the publication, which includes — original 

9 Claim 6 of the publication says the pre-determined data is identification data 

10 to identify the said recording medium. 

11 JUDGE MARTIN: Okay. And then it gives in dependent Claim 7 



12 some examples. We've got data regarding manufacturing or a sale of the 

13 recording medium. A sale wouldn't be unique to a particular CD, would it? 

14 Well, actually, I think probably the harder question is the manufacturing, 

15 data regarding manufacturing. Let's see, what else have we got? Dependent 

16 Claim 8 mentions showing a manufacturer, a manufacturing factory, a 

17 manufacturing year or a seller. That doesn't sound like it's unique to the CD. 



18 MR. TRACY: Okay. I think - 

19 JUDGE MARTIN: And if I can interrupt -- 

20 MR. TRACY: Well, even under that - considering those dependent 

21 claims, the identification of the property information of a second address or 

22 the, you know, identification of a pit or land on the disc, I don't think even 

23 meets those broader identification of a recording medium definitions. 

24 JUDGE MARTIN: Well, yes, I understand your position. I'm just 

25 trying to understand the scope of Claim 35. And also I would point out with 

26 respect to that question that page 18 of the specification at lines 14 to 16 
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1 states that the UDI comprises stamper unique first data, and here's the 

2 important part, and disc unique second data, and is information for 

3 identifying each disc. So I mean, the idea of uniqueness has -- was 

4 mentioned in the specification, but not recited in the claim. 

5 MR. TRACY: Okay. 

6 JUDGE MARTIN: So - 

7 MR. TRACY: Well, in regard to other elements, there were two other 

8 elements that I wanted to discuss. 

9 JUDGE MARTIN: All right. 

10 MR. TRACY: The substantially regular intervals. All that was cited 

11 with respect to that was Figure 3, which shows again - and the two flags, g3 

12 and g8 were cited as that. And for those to be at substantially regular 

13 intervals that header would have to be basically substantially a -- you know, 

14 one circumference, for them to be on opposite sides or substantially opposite 

15 sides, and certainly there's no indication that that would be true in the 

16 reference. 

17 JUDGE MARTIN: Could you repeat that argument? I didn't quite 

18 follow the opposite sides part of what you said. 

19 MR. TRACY: Well, he's -- the Examiner has cited two flags as the 

20 repeating data. So if you only have two items, for them to be at substantially 

21 regular intervals on a disc, they'd have to be at approximately opposite sides, 

22 for example, Figure 1, where N equals 2. 

23 JUDGE MARTIN: Now - 

24 MR. TRACY: And there's no indication of that certainly in the 

25 reference, that all of that data would be one full circumference. 



6 



Appeal 2009-005267 
Application 10/500,151 

1 JUDGE MARTIN: Now let me just back up a step on this. Isn't the 

2 Examiner reading the first and second types of pre-determined sub-code data 

3 - Isn't he reading - and those are the things that are substantially at regular 

4 physical intervals Isn't he reading those on the headers as a whole and then 

5 saying that the headers include the flags? 

6 I think the claim just says that it's the first and second pre-determined 

7 sub-code data that's at substantially physical intervals and the Examiner is 

8 just - is reading the flags on the further limitation that says that those first 

9 and second types of pre-determined sub-code data include data for 

10 identifying the recording medium. I think that was made more clear by the 

1 1 Examiner in the "Response" portion of the Answer. 

12 No, actually, no, on the - he reworded the statement of the rejection 

13 at the beginning of the Answer. It differs somewhat from the way it was 

14 stated in the Final. At the top of page 5 - these pages are not numbered, but 

15 the fifth page, not counting the cover sheet, the page that begins "header fl," 

16 the fourth line down where he's referring to the claim language having two 

17 or more groups of sub-code frames, he then refers to the multiple headers fl, 

18 in fl - I'm sorry, in 2d and 2e. 

19 MR. TRACY: Well, certainly those would be at the same portion of 

20 the disc - 

21 JUDGE MARTIN: Well, won't those headers - I mean, here in the 

22 example in Figure 3, looking at - well, let's work our way down Figure 3 to 

23 make sure I understand what's going on here. The 2a, 2b and 2c, as I 

24 understand it, those relate to the address information in the wobble of the 

25 track, is that correct? That first address data is derived - represented by the 

26 wobble of the track. 
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1 MR. TRACY: I believe so, yes. 

2 JUDGE MARTIN: Okay. And then - and that's 2a, 2b and 2c; and 

3 2b and 2c reflect the fact that we've got grooves and lands. And then below 

4 that -- oh, and that -- so we have this block bl and followed by a block b2. 

5 That's right above that 2b line of information there. Okay, so that's a block. 

6 And then when you go down to 2d and 2e, those are sectors, four sectors 

7 within each block. Now the Examiner relied on the fact that the reference 

8 describes constant, what is the term, constant linear something. 

9 MR. TRACY: Velocity recording - 

10 JUDGE MARTIN: Velocity, yeah. Which to me means that the disc 

11 is rotating — for a given track, the disc is rotating - at a constant speed. I 

12 don't think we have to look at any more than one track for purposes of this 

13 discussion, and that while that disc is rotating at that fixed speed, you're 

14 going to be seeing this series of sectors, like in this case, it's four sectors per 

15 block, and that those will be repeating regularly because the ~ they look like 

16 they're equally -- have equal lengths, which means they'll be starting, you 

17 know, a fixed amount of time apart from each other. I mean, the 

18 starting -- the start of each sector would seem to be equidistant from the start 

19 of the previous sector or the following sector. I think that's what the 

20 Examiner's getting at, not the positions of the flags g3 and g8. He's just 

21 relying on those for the limitation about identifying the recording medium, 

22 as I understand it. 



23 MR. TRACY: Well, he relies on headers f 1 are recorded in each of 

24 dl in the groove and the dl in the land. 

25 JUDGE MARTIN: Right. So we have one group of headers for the 

26 lands and we have another group of headers for the grooves, and within each 
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1 of those groups we have repetitive headers. And within each header, we 

2 then have data that's - it includes g3 and g8, these flags. 

3 MR. TRACY: Well, under that interpretation that these are in one full 

4 circumference, one full track, the identical header data would have to be in 

5 each one of them to identify it as — that it's first and second type of data 

6 repetitively recorded at substantially regular physical intervals of the 

7 recording -- 

8 JUDGE MARTIN: That brings me to my next question then. So you 

9 would have us, based on what you just said, construe the claim as -- that 

10 repetitively recording limitation means it has to be identical data repeated at 

1 1 regular, substantially regular physical intervals? It can't just be a kind of 

12 data that appears at regular intervals, like headers. The fact that headers 

1 3 occur at regular intervals isn't enough? 

14 MR. TRACY: Right. The same data is occurring at the regular 

15 intervals, the whole point being that you'd have redundant data at regular 

16 intervals in case a portion is destroyed. By having them at regular intervals, 

17 you have the maximum chance of having that same data somewhere else 

18 be -- survive. 

19 JUDGE MARTIN: Right. I understand that that's the disclosed 

20 invention. I just want to make sure that that's what we've got in the claim. 

21 Okay, so you would have us construe pre-determined sub-code data 

22 repetitively recorded, et cetera to mean identical sub-code data. All right, I 

23 understand your position. 

24 If I can pursue that, unless you're right in - about to say something. 

25 MR. TRACY: No, that's - 

26 JUDGE MARTIN: Okay. 
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1 MR. TRACY: I was trying to look and see if it could be construed 

2 some other way. 

3 JUDGE MARTIN: So let me just make sure I'm not missing 

4 something else that I need to talk about here. The fact that in the header we 

5 have two blocks of second address data and those are identical, correct, the 

6 g4 and g9 at the bottom of Figure 3? 

7 MR. TRACY: Yes, I believe so. 

8 JUDGE MARTIN: Okay. So you're saying — okay, those are 

9 identical, but even if -- okay, but they occur in pairs, but the same pair is not 

10 repeated multiple times, at least on a regular - yes, not repeated on a regular 

11 basis. 

12 MR. TRACY: Correct. 

13 JUDGE MARTIN: Okay. 

14 MR. TRACY: At least that's not described. And if interpreting dl 

15 and el to have the same data, those are not at regular intervals. They're at 

16 the -- on the same tangential position, presumably on the discs. You know, I 

17 assume the horizontal direction is the track direction, along the track, so 

18 they're at slightly different radial positions, but the same tangential position. 

19 JUDGE MARTIN: Okay. Did you have anything else that you'd like 

20 to say? 

21 MR. TRACY: I think - I guess I'd just to conclude saying that again, 

22 it's -- an anticipation rejection has been made, not an obviousness rejection, 

23 and the Applicant does not feel that the reference, you know, explicitly or 

24 inherently discloses all of the claim elements in as great a detail as recited in 

25 the claim. 

26 JUDGE MARTIN: All right. Thank you, Mr. Tracy. 
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1 (Whereupon, at 1 :23 p.m., the proceedings were concluded.) 
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